United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
I nilid Stall-, Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. CONFIRMATION NO. 



I 0/500.-14 1 



0.V.W2000 



3000 7590 06/09/2011 

CAESAR, RIVISE, BERNSTEIN, 
COHEN & POKOTILOW, LTD. 
11TH FLOOR, SEVEN PENN CENTER 
1635 MARKET STREET 
PHILADELPHIA, PA 19103-2212 



Christopher John Farrell 



HICKS, VICTORIA J 



PAPER NUMBER 



NOTIFICATION DATE | DELIVERY MODE 
06/09/2011 ELECTRONIC 



Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 
patents @ crbcp.com 



PTOL-90A (Rev. 04/07) 





Application No. 

10/560,441 


Applicant(s) 

FARRELL, CHRISTOPHER JOHN 


Examiner 

VICTORIA J. HICKS 


Art Unit 

3772 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 GFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )IEI Responsive to communication(s) filed on 08 March 201 1 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1,6-18,20-30,40 and 42-59 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 1.6-18.20-30.40 and 42-59 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

1 0) ^ The drawing(s) filed on 13 December 2005 is/are: a)£3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)|E|AII b)D Some * c)D None of: 

1 .|EI Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 

PTOL-326 (Rev. 08-06) Office 



4) Interview Summary (PTO-413) 
Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application 

6) □ Other: . 



Summary Part of Paper No./Mail Date 201 10602 



Application/Control Number: 10/560,441 Page 2 
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DETAILED ACTION 

This action is in response to the amendment filed 3/8/1 1 . Claims 1 , 6-1 8, 20-30, 

40 and 42-59 are currently pending in the instant application. Claims 2-5, 19, 31-39 and 

41 were cancelled by Applicant and new claims 52-59 were added by Applicant. 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9(a)-(d), 
which papers have been placed of record in the file. 

Specification 

2. The disclosure is objected to because of the following informalities: claim 
52 terminology "outer labial face" and "inner lingual face" lacks antecedent basis in the 
specification. 

Appropriate correction is required. 

Claim Objections 

3. Claim 46 is objected to because of the following informalities: "the 
substantial rigid outer flange" in line 12 of the claim should be changed to —the 
substantially rigid outer flange—. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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4. Claim 52 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claim 52 recites the limitation "the layer of 
thermoplastic material" in line 10 of the claim. There is insufficient antecedent basis for 
this limitation in the claim. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

5. Claims 1 , 6-9, 20, 40, 46, 47, 53, 54 and 57 are rejected under 35 
U.S.C. 102(b) as being anticipated by Feldbau (US 4,350,154). 

In regards to claim 1 , Feldbau teaches in Figure 2 and column 2, lines 17-20, 25- 
32 and 51-56 a substantially rigid plastic base member (12, 14, 16) that is not user 
conformable or mouldable in boiling water (it is made of a molded plastic, which may not 
be user conformable or mouldable in boiling water), the base member (12, 14, 16) 
having a generally U-shaped form corresponding to the outline of a jaw of a user, at 
least one channel defined by a substantially rigid inner flange (16), a substantially rigid 
outer flange (14) and a web (12) connecting the flanges (14, 16) within which an upper 
or lower row of teeth of a user can be received, the substantially rigid inner flange (16), 
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the substantially rigid outer flange (14) and the web (12) being of a rigid plastic material 
that is not user conformable or mouldable in boiling water; and a teeth engaging 
element (22), encapsulating each channel, being made of a material able to be user 
conformed or user moulded to suit the individual mouth of the user wherein the base 
member has a greater rigidity than the teeth engaging element, the base member (12, 
14, 16) further including one or more compressible shock absorption channels (23) 
defined in or near terminal ends of the base member (12, 14, 16), and which extend 
through a posterior outer face to a posterior inner face of the base member (1 2, 1 4, 1 6) 
to substantially absorb impact shock. 
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In regards to claim 6, Feldbau teaches the apparatus of claim 1 . Feldbau 
teaches in Figures 1 and 2 that the compressible shock absorption channels (23) 
comprise open air channels defined in the base member (12, 14, 16). 

In regards to claim 7, Feldbau teaches the apparatus of claim 1 . Feldbau 
teaches in Figures 1 and 2 that the compressible shock absorption channels (23) 
extend from an opening in an outer labial face of the base member (12, 14, 16), through 
the oral appliance to an opening in an inner lingual have of the base member (12, 14, 
16). 

In regards to claim 8, Feldbau teaches the apparatus of claims 1 and 7. Feldbau 
teaches in Figures 1 and 2 that the compressible shock absorption channels (23) 
comprise side open channels in or near terminal ends of the generally U shaped form of 
the base member (12, 14, 16). 

In regards to claim 9, Feldbau teaches the apparatus of claims 1 , 7 and 8. 
Feldbau teaches in Figures 1 and 2 at least one frontal open channel (23) arranged in a 
front section of the base member (12, 14, 16). 

In regards to claim 20, Feldbau teaches the apparatus of claim 1 . Feldbau 
teaches in column 2, lines 51-56 that the rigid plastics material can comprise a non- 
thermoplastic material (but must be a molded plastic) either alone or in combination with 
another plastics material. 

In regards to claim 40, Feldbau teaches in Figure 2 and column 2, lines 17-20, 
25-32 and 51-56 an oral appliance for placing in a mouth of a user, the base member 
(12, 14, 16) being of a rigid plastics material that is not user conformable or mouldable 
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in boiling water (it is made of a molded plastic, which may not be user conformable or 
mouldable in boiling water), the base member (12, 14, 16) having a generally U- shaped 
form corresponding to the outline of a jaw of a user, the base member (1 2,14,1 6) 
comprising at least one channel defined by a substantially rigid inner flange (1 6), a 
substantially rigid outer flange (14) and a web (1 2) connecting the flanges (14, 1 6), 
within which an upper or lower row of teeth of a user can be received, the substantially 
rigid inner flange (1 6), the substantially rigid outer flange (14) and the web (1 2) being of 
a rigid plastic material that is not user conformable or mouldable in boiling water, the 
base member (12, 14, 16) further comprising shock absorption means (23) taking the 
form of pre-designated compressible sections in order to substantially absorb shock. 

In regards to claim 46, Feldbau teaches in Figures 1 and 2 and column 2, lines 
17-20, 25-32 and 51-56 a substantially rigid plastic base member (12, 14, 16) that is not 
user conformable or mouldable in boiling water (it is made of a molded plastic, which 
may not be user conformable or mouldable in boiling water), the base member (12, 14, 
16) having a generally U-shaped form corresponding to the arch of a jaw of a user 
having a front region extending back via two arms to a rear end, and at least one 
channel (in which material 22 is held) defined by a substantially rigid inner flange (16), a 
substantially rigid outer flange (14) and a web (1 2) connecting the flanges (14, 16) 
within which at least one upper or lower row of teeth of a user can be received, the 
substantially rigid inner flange (16), the substantially rigid outer flange (14) and the web 
(12) being of a rigid plastic material that is not user conformable or mouldable in boiling 
water, a teeth engaging element (22) received in each said channel that is made of a 
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material that is able to be user moulded to fit the mouth of a user, the base member (12, 
14, 16) including a shock absorber (23) for absorbing energy from an impact to the 
guard, the shock absorber (23) comprising at least one compressible side opening 
defined in the substantially rigid outer flange (14) such that the compressible openings 
absorb impact shock. 

In regards to claim 47, Feldbau teaches the apparatus of claim 46. Feldbau 
teaches in Figures 1 and 2 that the guard defines only an upper channel to fit over the 
upper arch of the user. 

In regards to claim 53, Feldbau teaches the apparatus of claim 1 . Feldbau 
teaches in column 2, lines 51-56 that the substantially rigid inner flange (16), the 
substantially rigid outer flange (14) and the web (1 2) are not user conformable or 
mouldable in boiling water in a domestic environment (they made of a molded plastic, 
which may not be user conformable or mouldable in boiling water). 

In regards to claim 54, Feldbau teaches the apparatus of claim 40. Feldbau 
teaches in column 2, lines 51 -56 that the substantially rigid inner flange (1 6), the 
substantially rigid outer flange (14) and the web (1 2) are not user conformable or 
mouldable in boiling water in a domestic environment (they made of a molded plastic, 
which may not be user conformable or mouldable in boiling water). 

In regards to claim 57, Feldbau teaches the apparatus of claim 46. Feldbau 
teaches in column 2, lines 51 -56 that the substantially rigid inner flange (1 6), the 
substantially rigid outer flange (14) and the web (1 2) are not user conformable or 
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mouldable in boiling water in a domestic environment (they made of a molded plastic, 
which may not be user conformable or mouldable in boiling water). 

6. Claims 44, 45 and 56 are rejected under 35 U.S.C. 1 02(b) as being 
anticipated by Orrico (US 6,170,485). 

In regards to claims 44 and 45, Orrico teaches in Figure 7 and columns 3-4, lines 
60-1 1 a substantially rigid plastic base member (26) that is not user conformable or 
mouldable in boiling water, the base member (26) having a generally U-shaped form 
corresponding to the outline of a jaw of a user, at least one channel defined by a 
substantially rigid inner flange, a substantially rigid outer flange and a web connecting 
the flanges within which an upper or lower row of teeth of a user can be received, the 
substantially rigid inner flange, the substantially rigid outer flange and the web being of 
a rigid plastic material that is not user conformable or mouldable in boiling water; and a 
teeth engaging element (28), encapsulating each channel, being made of a material 
able to be user conformed or user moulded to suit the individual mouth of the user 
wherein the base member (26) has a greater rigidity than the teeth engaging element 
(28), the base member (26) further including one or more compressible shock 
absorption channels (38) defined in or near terminal ends of the base member (26), and 
which extend through a posterior outer face to a posterior inner face of the base 
member (26) to substantially absorb impact shock; and immersing the oral appliance 
(10) in water having a temperature sufficiently high to make the teeth engaging element 
(28) moldable, inserting the appliance into a user's mouth; biting into the teeth 
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engaging element to mould the teeth engaging element to the form of the user's jaw, 
and thereafter allowing the teeth engaging element to harden (set); inserting the 
appliance (10) into a user's mouth before partaking of any activity whereby use of a 
mouthguard is desirable. 

In regards to claim 56, Orrico teaches the method of claim 44. Orrico 
teaches in Figure 7 and columns 3-4, lines 60-11 a substantially rigid plastic base 
member (26) that is not user conformable or mouldable in boiling water in a domestic 
environment, the base member (26) having a generally U-shaped form corresponding to 
the outline of a jaw of a user, at least one channel defined by a substantially rigid inner 
flange, a substantially rigid outer flange and a web connecting the flanges within which 
an upper or lower row of teeth of a user can be received, the substantially rigid inner 
flange, the substantially rigid outer flange and the web being of a rigid plastic material 
that is not user conformable or mouldable in boiling water in a domestic environment. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 0-1 8, 42, 51 , 52, 58 and 59 are rejected under 35 U.S.C. 1 03(a) 



as being unpatentable over Feldbau (US 4,350,154). 
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In regards to claim 10, Feldbau teaches the apparatus of claims 1 , 7 and 8. 
Feldbau discloses the claimed invention except that the side open channels have a 
height in the range of 0.5-1 0mm and length lying in the range of 0.5-30mm. It would 
have been obvious to one having ordinary skill in the art at the time of invention to 
provide the side open channels having a height in the range of 0.5-1 0mm and length 
lying in the range of 0.5-30mm, since it has been held that a change in size of a prior art 
device is a design consideration within the skill of the art. In re Rose, 220 F .2d 459, 105 
USPQ237 (CCPA 1955). 

In regards to claim 1 1 , Feldbau teaches the apparatus of claims 1 , 7, 8 and 1 0. 
Feldbau discloses the claimed invention except that the side open channels that are 
positioned proximate to the terminal ends of the generally U shaped form of the base 
member have a length lying in the range 10-20mm. It would have been obvious to one 
having ordinary skill in the art at the time of invention to provide the side open channels 
that are positioned proximate to the terminal ends of the generally U shaped form of the 
base member having a length lying in the range 10-20mm, since it has been held that a 
change in size of a prior art device is a design consideration within the skill of the art. In 
re Rose, 220 F .2d 459, 105 USPQ 237 (CCPA 1955). 

In regards to claim 12, Feldbau teaches the apparatus of claims 1 and 7-9. 
Feldbau discloses the claimed invention except that the frontal open channel of the 
base member has a length lying in the range 2-1 0mm. It would have been obvious to 
one having ordinary skill in the art at the time of invention to provide the frontal open 
channel of the base member having a length lying in the range 2-1 0mm, since it has 
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been held that a change in size of a prior art device is a design consideration within the 
skill of the art. In re Rose, 220 F .2d 459, 105 USPQ 237 (CCPA 1955). 

In regards to claim 13, Feldbau teaches the apparatus of claim 1 . Feldbau 
teaches in Figure 2 and column 2, lines 36-45 that the teeth engaging element (22) is 
made of a continuous layer of material that encapsulated the base member (12, 14, 16) 
to firmly and securely mount the layer of material on the base member (12, 14, 16). 
Feldbau does not teach that the material is thermoplastic. However, it would have been 
obvious to one having ordinary skill in the art at the time of invention to provide the 
material being thermoplastic, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice. In re Leshin, 1 25 USPQ 41 6. 

In regards to claim 14, Feldbau substantially teaches the apparatus of claims 1 
and 1 3. Feldbau teaches in Figure 2 that the continuous layer of material substantially 
covers the surface area of the base member (12, 14, 16). Feldbau does not teach that 
the material is thermoplastic or that the material covers the complete surface area of the 
base member. However, it would have been obvious to one having ordinary skill in the 
art at the time of invention to provide the material being thermoplastic, since it has been 
held to be within the general skill of a worker in the art to select a known material on the 
basis of its suitability for the intended use as a matter of obvious design choice. In re 
Leshin, 1 25 USPQ 41 6. It would have been further obvious to one having ordinary skill 
in the art at the time of invention to provide the material substantially covering the 
complete surface of area of the base member including the outer labial face, since it has 
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been held that rearranging parts of an invention involves only routine skill in the art. In 
reJapikse, 86 US PQ 70. 

In regards to claim 15, Feldbau substantially teaches the apparatus of claims 1 
and 13. Feldbau teaches in Figure 2 that the layer of material defines one or more 
openings which correspond with at least one of the open at least one channels (23) 
arranged in the base member (12, 14, 16). Feldbau does not teach that the material is 
thermoplastic. However, it would have been obvious to one having ordinary skill in the 
art at the time of invention to provide the material being thermoplastic, since it has been 
held to be within the general skill of a worker in the art to select a known material on the 
basis of its suitability for the intended use as a matter of obvious design choice. In re 
Leshin, 125 USPQ416. 

In regards to claim 16, Feldbau substantially teaches the apparatus of claims 1 
and 13. Feldbau teaches in Figure 2 that the layer of material (22) extends across and 
covers the one or more openings (23) which correspond with the at least one channels 
(in which material 22 is contained) arranged in the base member (12, 14, 16) and closes 
off an interior space defined by the at least one channels. Feldbau does not teach that 
the material is thermoplastic. However, it would have been obvious to one having 
ordinary skill in the art at the time of invention to provide the material being 
thermoplastic, since it has been held to be within the general skill of a worker in the art 
to select a known material on the basis of its suitability for the intended use as a matter 
of obvious design choice. In re Leshin, 1 25 USPQ 41 6. 
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In regards to claim 17, Feldbau substantially teaches the apparatus of claims 1 
and 13. Feldbau does not teach that the material is thermoplastic EVA 
(ethylvinylacetate) which softens at a temperature of 90°C-95°C. However, it would 
have been obvious to one having ordinary skill in the art at the time of invention to 
provide the material being thermoplastic EVA (ethylvinylacetate) which softens at a 
temperature of 90°C-95°C, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice. In re Leshin, 1 25 USPQ 41 6. 

In regards to claim 18, Feldbau substantially teaches the apparatus of claims 1 
and 1 3. Feldbau does not teach that the material has a thickness of 1 mm-3mm. It 
would have been obvious to one having ordinary skill in the art at the time of invention 
to provide the material thickness being 1 mm-3mm, since it has been held that where the 
general conditions of a claim are disclosed in the prior art, discovering the optimum 
workable ranges involves only routine skill in the art. In re Aller, 1 05 USPQ 233. 

In regards to claim 42, Feldbau teaches the apparatus of claim 40. Feldbau 
teaches in column 1, lines 45-48 and column 2, lines 51-56 the base member (channel 
member) being at least semi-flexible. Feldbau does not explicitly teach that base 
member being non-thermoplastic. However, it would have been obvious to one having 
ordinary skill in the art at the time of invention to provide the base member being non- 
thermoplastic, since it has been held to be within the general skill of a worker in the art 
to select a known material on the basis of its suitability for the intended use as a matter 
of obvious design choice. In re Leshin, 1 25 USPQ 41 6. 
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In regards to claim 51, Feldbau teaches in Figure 2 and column 2, lines 17-20, 
25-32 and 51-56 a substantially rigid plastic base member (12, 14, 16) that is not user 
conformable or mouldable in boiling water (it is made of a molded plastic, which may not 
be user conformable or mouldable in boiling water), the base member (12, 14, 16) 
having a generally U-shaped form corresponding to the outline of a jaw of a user, and at 
least one channel defined by a substantially rigid inner flange (1 6), a substantially rigid 
outer flange (14) and a web (1 2) connecting the flanges (14,1 6), within which at least 
one upper or lower row of teeth of a user can be received, the substantially rigid inner 
flange (16), the substantially rigid outer flange (14) and the web (12) being of a rigid 
plastic material that is not user conformable or mouldable in boiling water, and a teeth 
engaging element (12) encapsulating each channel, being made of a material able to be 
user conformed or user moulded to suit the individual mouth of the user wherein the 
base member (12, 14, 16) has a greater rigidity than the teeth engaging element. 
Feldbau does not teach that the rigid plastics material is polyethylene with less than 
10% by weight of a thermoplastics material. However, it would have been obvious to 
one having ordinary skill in the art at the time of invention to provide the rigid plastics 
material being polyethylene with less than 10% by weight of a thermoplastics material, 
since it has been held to be within the general skill of a worker in the art to select a 
known material on the basis of its suitability for the intended use as a matter of obvious 
design choice. In re Leshin, 125 USPQ 416. 

In regards to claim 52, Feldbau teaches in Figure 2 and column 2, lines 17-20, 
25-32 and 51-56 a substantially rigid plastic base member (12, 14, 16) that is not user 
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conformable or mouldable in boiling water (it is made of a molded plastic, which may not 
be user conformable or mouldable in boiling water), the base member (12, 14, 16) 
having a generally U-shaped form corresponding to the outline of a jaw of a user so as 
to have an outer labial face and an inner labial face, at least one channel defined by a 
substantially rigid inner flange (1 6), a substantially rigid outer flange (14) and a web (1 2) 
connecting the flanges (14, 16) within which an upper or lower row of teeth of a user 
can be received; the and a teeth engaging element (22), encapsulating each the base 
member (12, 14, 16) to firmly and securely mount the layer of material on the base 
member (1 2, 1 4, 1 6), the teeth engaging element (22) being made of a material able to 
be user conformed or user moulded to suit the individual mouth of the user wherein the 
base member has a greater rigidity than the teeth engaging element; the base member 
(12, 14, 16) including one or more compressible shock absorption channels (23) defined 
in or near terminal ends of the base member (12, 14, 16), each channel extending from 
an opening in the outer labial face to an opening in the inner lingual face to define an 
interior space between the openings, so as to substantially absorb impact shock. 
Feldbau does not teach that the teeth engaging element substantially covers the 
surface of area of the base member including the outer labial face or that material is 
thermoplastic. However, it would have been obvious to one having ordinary skill in the 
art at the time of invention to provide the material being thermoplastic, since it has been 
held to be within the general skill of a worker in the art to select a known material on the 
basis of its suitability for the intended use as a matter of obvious design choice. In re 
Leshin, 1 25 USPQ 41 6. Further, it would have been obvious to one having ordinary 
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skill in the art at the time of invention to provide teeth engaging element substantially 
covering the surface of area of the base member including the outer labial face, since it 
has been held that rearranging parts of an invention involves only routine skill in the art. 
In re Japikse, 86 USPQ 70. 

In regards to claim 58, Feldbau substantially teaches the apparatus of claim 51 . 
Feldbau teaches in column 2, lines 51 -56 that the substantially rigid inner flange (1 6), 
the substantially rigid outer flange (14) and the web (1 2) are not user conformable or 
mouldable in boiling water in a domestic environment (they made of a molded plastic, 
which may not be user conformable or mouldable in boiling water). 

In regards to claim 59, Feldbau substantially teaches the apparatus of claim 52. 
Feldbau teaches in column 2, lines 51 -56 that the substantially rigid inner flange (1 6), 
the substantially rigid outer flange (14) and the web (12) are not user conformable or 
mouldable in boiling water in a domestic environment (they made of a molded plastic, 
which may not be user conformable or mouldable in boiling water). 

8. Claims 21 -25, 28-30, 43 and 55 are rejected under 35 U.S.C. 1 03(a) as 
being unpatentable over Feldbau (US 4,350,154) in view of Kittelsen et al. (US 
6,691,710). 

In regards to claim 21 , Feldbau teaches the apparatus of claims 1 and 20. 
Feldbau does not teach that the non-thermoplastic material comprises polyethylene, 
polyurethane, polypropylene or santoprine. However, Kittelsen discloses an analogous 
device in which the non-thermoplastic material comprises polyethylene, polyurethane, 
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polypropylene or santoprine (Col. 5, lines 1 -5). It would have been obvious to one 
having ordinary skill in the art at the time of invention to modify the material taught by 
Feldbau with that taught by Kittelsen because this element is known to exhibit a rigid 
character in that it holds it shape and can handle hot water, and also has excellent 
bonding qualities with other copolymers, as Kittelsen teaches in column 5, lines 3-6. 

In regards to claims 22-24, Feldbau teaches the apparatus of claims 1 and 20. 
Feldbau and Kittelsen disclose the claimed invention except for the other plastics 
material is a thermoplastic material and the thermoplastic material is 10% or less by 
weight of the base member; the base member comprises 3-8% by weight of 
thermoplastic material that is EVA and the balance is polyethylene; the base member 
comprises 4- 6% by weight of thermoplastic material that is EVA and the balance is 
polyethylene. In view of Kittelsen (Col. 5 line 65— Col. 6 line 54) it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
utilize these mixture ration, since it has been held to be within the general skill of a 
worker in the art to select a known material on the basis of its suitability for the intended 
use as a matter of obvious design choice. 

In regards to claim 25, Feldbau and Kittelsen teach the apparatus of claims 1 , 20 
and 21 . Feldbau does not teach that the non-thermoplastic material comprises 
polyethylene on its own. However, Kittelsen discloses an analogous device in which the 
non-thermoplastic material comprises polyethylene on its own (Col. 5, lines20-22). It 
would have been obvious to one having ordinary skill in the art at the time of invention 
to modify the material taught by Feldbau with that taught by Kittelsen because this 
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element is known to exhibit a rigid character in that it holds it shape and can handle hot 
water, and also has excellent bonding qualities with other copolymers, as Kittelsen 
teaches in column 5, lines 3-6. 

In regards to claim 28, Feldbau teaches the apparatus of claim 1 . Feldbau does 
not teach a locating means for correctly locating and positioning the jaws in the teeth 
engaging element during fitting of the oral appliance. However, Kittelsen discloses an 
analogous device including locating means (106) for correctly locating and positioning 
the jaws in the teeth engaging element during fitting of the oral appliance (Col. 4, lines 
56-59). It would have been obvious to one having ordinary skill in the art at the time of 
invention to modify the base taught by Feldbau with the locating means taught by 
Kittelsen because this element is known to permit proper positioning of the lower jaw, as 
Kittelsen teaches in column 4, lines 56-59. 

In regards to claim 29, Feldbau and Kittelsen teach the apparatus of claims 1 and 
28. Feldbau does not teach a locating means. However, Kittelsen discloses in Figure 5 
and column 4, lines 56-59 an analogous device in which the locating means (106) 
comprises a brace arranged externally on the teeth engaging element (70). It would 
have been obvious to one having ordinary skill in the art at the time of invention to 
modify the base taught by Feldbau with the locating means taught by Kittelsen because 
this element is known to permit proper positioning of the lower jaw, as Kittelsen teaches 
in column 4, lines 56-59. 

In regards to claim 30, Feldbau and Kittelsen teach the apparatus of claims 1 and 
28. Feldbau and Kittelsen disclose the claimed invention except that the brace 
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comprises rubber. It would have been obvious to one having ordinary skill in the art at 
the time of invention to provide the brace comprising rubber, since it has been held to 
be within the general skill of a worker in the art to select a known material on the basis 
of its suitability for the intended use as a matter of obvious design choice. In re Leshin, 
125 USPQ416. 

In regards to claim 43, Feldbau teaches in Figure 2 and column 2, lines 17-20, 
25-32 and 51-56 an oral appliance for placing in a mouth of a user, the base member 
(12, 14, 16) being of a rigid plastics material that is not user conformable or mouldable 
in boiling water (it is made of a molded plastic, which may not be user conformable or 
mouldable in boiling water), the base member (12, 14, 16) having a generally U- shaped 
form corresponding to the outline of a jaw of a user, the base member (1 2,14,1 6) 
comprising at least one channel defined by a substantially rigid inner flange (1 6), a 
substantially rigid outer flange (14) and a web (1 2) connecting the flanges (14, 1 6), 
within which an upper or lower row of teeth of a user can be received, the substantially 
rigid inner flange (1 6), the substantially rigid outer flange (14) and the web (1 2) being of 
a rigid plastic material that is not user conformable or mouldable in boiling water, the 
base member (12, 14, 16) further comprising shock absorption means (23) taking the 
form of pre-designated compressible sections in order to substantially absorb shock; 
and a moldable teeth engaging element (22) for co-operation with the base member 
(12, 14, 16), the element (22) being made of a material able to be user conformed or 
user molded to suit the individual mouth of the user. Feldbau does not teach a locating 
means. However, Kittelsen discloses an analogous device including locating means 



Application/Control Number: 10/560,441 Page 20 

Art Unit: 3772 

(106) for correctly locating and positioning the jaws in the teeth engaging element 
during fitting of the oral appliance (Col. 4, lines 56-59). It would have been obvious to 
one having ordinary skill in the art at the time of invention to modify the base taught by 
Feldbau with the locating means taught by Kittelsen because this element is known to 
permit proper positioning of the lower jaw, as Kittelsen teaches in column 4, lines 56-59. 

In regards to claim 55, Feldbau and Kittelsen et al. teach the apparatus of claim 
43. Feldbau teaches in column 2, lines 51-56 that the substantially rigid inner flange 
(16), the substantially rigid outer flange (14) and the web (1 2) are not user conformable 
or mouldable in boiling water in a domestic environment (they made of a molded plastic, 
which may not be user conformable or mouldable in boiling water). 

9. Claims 26 and 48-50 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Feldbau (US 4,350,154) in view of Adell (US 4,955,393). 

In regards to claim 26, Feldbau teaches the apparatus of claim 1 . Feldbau does 
not teach that the base member has inner and outer flanges interconnected by a web 
which collectively define upper and lower channels within which the upper and lower 
rows of teeth of the user are receivable, wherein an upper teeth engaging element is 
receivable in the upper channel and a lower teeth engaging element is receivable in the 
lower channel. However, Adell teaches in Figures 1, 2 and 4 and column 3, lines 5-10 
that the base member (20) has inner (30) and outer (32) flanges interconnected by a 
web (44) which collectively define upper and lower channels within which the upper and 
lower rows of teeth of the user are receivable, wherein an upper teeth engaging element 
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(24) is receivable in the upper channel and a lower teeth engaging element (26) is 
receivable in the lower channel. It would have been obvious to one having ordinary skill 
in the art at the time of invention to modify the base member taught by Feldbau with the 
inner and outer flanges interconnected by a web (44) which collectively define upper 
and lower channels taught by Adell because this element is known to enable to device 
of Feldbau to correspond to both the upper and lower dental arches of the user, as Adell 
teaches in column 3, lines 5-8. 

In regards to claim 48, Feldbau teaches the apparatus of claims 46 and 47. 
Feldbau does not teach that the outer flange includes a downward extension that 
extends down from the web in a direction away from the upper channel, and the side 
openings are defined in the downward extension or skirt in the outer flange below the 
web. However, Adell teaches in Figures 1 , 2 and 4 an analogous device in which the 
outer flange (30) includes a downward extension or skirt that extends down from the 
web (44) in a direction away from the upper channel, and the side openings (38) are 
defined in the downward extension or skirt in the outer flange (30) below the web (44). 
It would have been obvious to one having ordinary skill in the art at the time of invention 
to modify the outer flange taught by Feldbau with that downward extension or skirt 
taught by Adell because this element is known to enable to device of Feldbau to 
correspond to both the upper and lower dental arches of the user, as Adell teaches in 
column 3, lines 5-8. 

In regards to claim 49, Feldbau and Adell teach the apparatus of claims 46-48. 
Feldbau does not teach the outer flange extending below the web. However, Adell 
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teaches in Figures 1 , 2 and 4 that the outer flange (30) defined a front opening (38) 
below the web (44). It would have been obvious to one having ordinary skill in the art at 
the time of invention to modify the outer flange taught by Feldbau with the outer flange 
extending below the web taught by Adell because this element is known to enable to 
device of Feldbau to correspond to both the upper and lower dental arches of the user, 
as Adell teaches in column 3, lines 5-8. 

In regards to claim 50, Feldbau and Adell teach the apparatus of claims 46-49. 
Feldbau teaches in Figures 1 and 2 that each of said side and front openings (23) is 
elongate with the longitudinal axis of the opening (23) being substantially parallel to the 
upper channel (in which material 22 is contained). 

1 0. Claim 27 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Feldbau (US 4,350,154), in view of Kittelsen et al. (US 6,691,710) and further in view of 
Hays et al. (US 5,092,346). 

In regards to claim 27, Feldbau teaches the apparatus of claim 1 . Feldbau does 
not teach a tongue tag on the inner flange of the base member, the tongue tag being 
substantially centrally positioned for correctly positioning the tongue of a user during 
use, and a cut-out defined in the outer flange of the base member for allowing the 
appliance to adapt to varying arch sizes, and breathing apertures defined in the base 
member for facilitating breathing by a user when wearing the appliance. However, 
Kittelsen et al. teaches in Figures 7 and 8 and column 6, lines 18-22 an analogous 
device with a cut-out (124) defined in the outer flange (122) of the base member (70) for 



Application/Control Number: 10/560,441 Page 23 

Art Unit: 3772 

allowing the appliance to adapt to varying arch sizes. It would have been obvious to 
one having ordinary skill in the art at the time of invention to modify the outer flange 
taught by Feldbau with the cut-out taught by Kittelsen et al. because this element is 
known to enable the base member to be customizable, as Kittelsen et al. teaches in 
column 6, lines 1 8-22. Feldbau and Kittelsen et al. do not teach a tongue tag on the 
inner flange of the base member, the tongue tag being substantially centrally positioned 
for correctly positioning the tongue of a user during use, and breathing apertures 
defined in the base member for facilitating breathing by a user when wearing the 
appliance. However, Hays et al. teaches in Figures 1 and 2, the abstract and column 5, 
lines 3-1 3 an analogous device with a tongue tag (ramp 1 4) on the inner flange 91 2, 1 4, 
16, 18) of the base member (10), the tongue tag (ramp 140 being substantially centrally 
positioned for correctly positioning the tongue of a user during use, and a breathing 
aperture (20) defined in the base member (10) for facilitating breathing by a user when 
wearing the appliance. Hays et al. does not disclose multiple breathing apertures. 
However, it would have been obvious to one having ordinary skill in the art at the time of 
invention to provide multiple breathing apertures, since it has been held that mere 
duplication of the essential working parts of a device involves only routine skill in the art. 
St. Regis Paper Co. v. Bemis Co., 1 93 USPQ 8. It would have been obvious to one 
having ordinary skill in the art at the time of invention to modify the inner flange taught 
by Feldbau as modified by Kittelsen et al. with the tongue tag and breathing aperture 
taught by Hays et al. because these elements are known to induce the lower jaw and 
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tongue to a more forward position, resulting in a significant reduction in snoring, as 
Hays et al. teaches in the abstract. 



Response to Arguments 

Applicant's amendment to claim 47 is sufficient to overcome the examiner's 
objection to claim 47. Applicant's amendments to claims 7, 15, 16, 43, 44, 46 and 48- 

50 are sufficient to overcome the examiner's rejection of claims 7, 15, 16, 43, 44, 46 
and 48-50 under 35 U.S.C. 112, second paragraph. 

Applicant's arguments, with respect to the rejection of claims 1 , 40, 46 and 

51 under 35 U.S.C. 112, first paragraph have been fully considered and are persuasive. 
The rejection of claims 1 , 40, 46 and 51 under 35 U.S.C. 112, first paragraph has been 
withdrawn. 

Applicant's arguments, with respect to the rejection of claim 40 under 35 U.S.C. 
112, second paragraph have been fully considered and are persuasive. The rejection of 
claim 40 under 35 U.S.C. 112, second paragraph has been withdrawn. 

In response to applicant's argument that the device of Feldbau is not concerned 
with protecting the teeth from impact shock but rather from chipping or other damage 
caused by surgical instruments, the examiner notes that a recitation of the intended use 
of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it 
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meets the claim. In present case, the device of Feldbau is capable of protecting the 
teeth from impact shock, as it provides a protective barrier for the teeth. 

In response to Applicant's argument that the matrix material of Feldbau 
does not encapsulate the channels as claimed, the examiner respectfully disagrees. 
Inasmuch as encapsulate can be defined to mean enclose (as Applicant notes), the 
matrix material is clearly taught by Feldbau to enclose a side of the channels. The 
same reasoning is applied in regards to the method taught by Orrico. 

Applicant also argues that the slots of Felbau are not equivalent to the claimed 
channels, and that the slots are not compressible. Again, the examiner respectfully 
disagrees. A channel is defined as a "long gutter, groove or furrow." The slots of 
Feldbau are clearly illustrated in Figures 1 and 2 to have such a structure and therefore, 
meet the claim disclosure of a "channel." In column 1 , lines 45-47 Feldbau teaches that 
the device, through which the slots extend, is made of a flexible material. A flexible 
material is compressible and able to be pressed or squeezed together. Therefore, the 
slots/channels of Feldbau are compressible as claimed. 

In response to Applicant's argument that the slots (23) of Feldbau are only 
located on the outer labial face of the base member, the examiner notes that while the 
slots (23) are located on the outer labial face of the base member, they also extend 
through the material, to an inner lingual face of the device. 

In response to Applicant's argument that Orrico does not teach that the breathing 
hole are compressible, the examiner notes that any structure is compressible, or able to 
be pressed or squeezed together. 
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In response to Applicant's argument that Feldbau teaches away from the use of a 
thermoplastic material as the matrix, the examiner notes that simply that there are 
differences between two references is insufficient to establish that such references 
"teach away" from any combination thereof. In re Beattie, 974 F. 2d 1 309, 1 312-1 3, 24 
USPQ2d, 1 042 (Fed. Cir. 1 992). Feldbau does not teach the use of a thermoplastic 
material to be ineffective or detrimental to the user. 

In response to Applicant's argument that the matrix (22) of Feldbau does not 
define openings that correspond to the channels (23), the examiner asserts that the 
matrix (22) of Feldbau borders the channels (23) and therefore, defines (or marks the 
limits of) the openings of the channels. 

In response to Applicant's argument that modifying the guard of Feldbau with the 
upper and lower channels taught by Adell would make the guard unfit for its intended 
purpose, the examiner respectfully disagrees. After such a modification, the device 
would still be capable of functioning to protect teeth as Feldbau intended. 

Applicant's arguments, with respect to the rejection(s) of claim(s) 14 under 35 
U.S.C. 103(a) have been fully considered and are persuasive. Therefore, the rejection 
has been withdrawn. However, upon further consideration, a new ground(s) of rejection 
is made in view of Feldbau (US 4,350,154). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to VICTORIA J. HICKS whose telephone number is 
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(571)270-7033. The examiner can normally be reached on Monday through Thursday, 
7:00am-5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Bianco can be reached on (571) 272-4940. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Examiner, Art Unit 3772 
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Supervisory Patent Examiner, Art Unit 3772 



